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DETAILED ACTION 

Specification 

The specification is objected to as failing to provide proper antecedent basis for 
the claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01 (o). Correction 
of the following is required: The limitations appearing in claims 22 and 23, i.e., claiming 
aminoalkyltromethoxy silane (or aminopropyletrimethoxysilane) lack antecedent basis in 
the specification. . 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S. C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-14 and rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

The clauses "said alkoxysilyl groups", "said lubricous agent", "the surfactant" , 
"the polyether diol" in claims 1 (14, 17, 18-20, 24-25, ), 4, 5 and 12, respectively, lack 
expressed antecedent basis. 

In claims 1 , 18-19 and 25 it is not clear whether "a catalyst" recited in the 
"provided" portion of the claim is the same or different from "a catalyst" recited in first 
and second parts "f the composition. 
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In claim 1, the meaning of "a nitrogen-containing compound having an active 
hydrogen" is not clear insofar as what the hydrogen is "active" towards. 

Claim 2 is confusing and it is not clear how it limits the compositions of claim 1 by 
referring to future product that can be obtained from this compositions. 

In claims 7-9, "the catalyst" is recited, however it is not clear which catalyst is 
defied in those claims as the base claims recites "a catalyst" several times. 

Claim 16 refers to foam of claim 1 , however, claim 1 is drawn to a composition, 

not a foam. 

Claim Rejections - 35 USC § 102/103 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 14-15re rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over US Patent 4,767,794 to Modic et 
al., (hereinafter Modic"). 

Modic discloses foamed compositions that are obtained via foaming 
compositions containing a vinyl capped poysiloxane prepolymer; a polyhydrogen 
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siloxane; a catalyst which accelerates both foaming and cross-linking through said 
alkoxysilyl groups; a nitrogen-containing compound having an active hydrogen 
(primary/secondary amines) and water. While the addition crosslinking of the vinyl 
polysiloxane and polyhydrogen siloxane take place via a different mechanism of 
alkoxysilyl condensation crosslinking, the final product obtained from compositions 
disclosed in the reference is believed to be substantially identical to the claimed product 
as the formed crosslinks are chemically the same and the product, thus, is 
indistinguishable from the claimed product. The burden is shifted to the applicants to 
provide factual evidence to the contrary. 

Claim Rejections - 35 USC §103 
Claims 16 and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Modic in combination with the applicants own disclosure. 
The disclosure of Modic is discussed above. While disclosing various used for 
elastomeric foams of the invention (column 1), Modic. Does not expressly disclosed 
vibration and sound dampening compositions or composite structure having two 
substrates and the elastomeric between the substrates (a very common structure for 
insulation of dampening devices. However such use of the siloxane based elastomeric 
foams of Modic would have been obvious for an ordinary artisan as similar sillicone 
foams are notoriously known for such uses, as evidence from applicants own disclosure 
(see page 1) and in addition it is the examiners position that such uses are well known 
and, thus, obvious. 
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Allowable Subject Matter 

Claims 1-13 and 18-25 would be allowable if rewritten or amended to overcome 
the rejection(s) under 35 U.S.C. 112, 2nd paragraph, set forth in this Office action. 

No prior art of record discloses compositions that contain all four difference 
components claimed in those claims, i.e. 1) alkoxy silylcapped poysiloxane prepolymer; 
2)a polyhydrogen siloxane; 3) a nitrogen-containing compound having an active 
hydrogen (primary/secondary amines) and 4) water (either in one or two-part 
compositions), or their uses. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Irina S. Zemel whose telephone number is (571)272- 
0577. The examiner can normally be reached on Monday-Friday 9-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Seidleck can be reached on (571)272-1078. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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